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Abstract. This study examines the position of a trademark that has not been used
for three consecutive years according to Law no. 20 of 2016 concerning trademark
and Geographical Indications. The trademark law has regulations regarding this
topic, therefore registered marks may be removed and canceled if the necessary
conditions are completed. As aresult, registration does not provide protection from
deletion or cancellation of a mark. This research is legal research using a method
that follows the scientific characteristics of jurisprudence, namely normative legal
research. This research aims to examine how the registered mark is not used
following the provisions of the law that regulates and the legal consequences.
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1 Introduction

To identify between commodities and services generated by people or legal entities in
goods and services trading activities, use dimensions, sound, holograms, or a mix of
two or more elements. According to Black’s Law Dictionary, a brand is a word, phrase,
logo, or other graphic symbol used by a manufacturer or seller to distinguish its product
or products from those of others [1].

Trademarks as intellectual property rights are signs to identify the origin of goods
and services (an indication of origin) [2]. From a company with other goods and services.
Brands are the spearhead of trade in goods and services. By using a trademark, business
owners can uphold and ensure the caliber of the products they make and avoid unfair
competition (concurrency) from other business owners who wish to capitalize on their
goodwill. Additionally, a brand serves as a marketing and advertising tool that informs
consumers to some extent about the products and services offered by business owners.

The deletion of a registered mark may be submitted by the owner of the mark or
represented by his proxies for some or all types of goods and services to the Minister. At
the Minister’s initiative, If a registered mark is in conflict with state ideology, rules and
regulations, morality, religion, decency and public order, or if it shares similarities in
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principle and in whole with geographical indicators or traditional cultural expressions,
it may be abolished. Name, logo, or untangible cultural heritage.

Furthermore, David I Bainbridge stated: “trademarks are closely associated with
business image, goodwill, and reputation. Trademarks also provide confidence to the
public regarding the quality, economic value, or origin of goods and services. A trade-
mark often requests goods or services, and the public relies on many marks to indicate
quality, value for money or origin of goods and services) [3].

In addition to the brand owner and the Minister, the deletion of a mark can also
be proposed by an interested third party if the registered mark has not been used for 3
(three) consecutive years in trading. The Law on Marks and Geographical Indications
in Article 74, paragraph (1) regulates the abolition of a registered mark proposed by a
third party.

If amark is registered, it must be utilized in conjunction with the registration request.
The legislation that governs trademarks requires the mark’s owner to be truthful in how
he uses his mark, which means that the registered mark must be used in accordance with
the class of products or services for which it is being registered and must also take the
same shape.

A trademark’s registration does not guarantee that it will not be removed or can-
celed because the law on trademarks contains provisions that allow for the removal and
cancellation of registered trademarks if certain conditions are met.

2 Method

This type of research is legal research using a method by the scientific characteristics of
jurisprudence, namely normative legal research. As normative legal research, the method
used is a legal research method that aims to examine if the registered mark is not used
following the law’s provisions that regulate and the legal consequences [4].

3 Results and Discussion

In their position as intellectual property rights, trademarks are protected by law or leg-
islation. In Indonesia, trademark protection is regulated in Law Number 20 of 2016
concerning Marks and Geographical Indications. Every person or legal entity that owns
amark and uses it in trade is expected to register the mark to obtain protection by law. By
registering a mark, the mark owner gets a registration certificate which is then carried
out by various examinations by the Ministry of Law and Human Rights (hereinafter
referred to as the Minister). If it has passed the inspection process and has been declared
to meet the requirements, it will obtain a trademark certificate as evidence. Trademark
rights. Trademark certificates are helpful in the event of a trademark dispute and can be
used as documentary evidence in court evidence.

Having a trademark certificate as proof of trademark rights by the brand owner can
prevent other parties from using the mark without the brand owner’s permission. If the
other party wishes to use a registered mark, it must first agree with the owner of the
mark, which in law is called a license.
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Trademark registration is essential, considering trademark rights as exclusive rights
for trademark owners arise from registration. In other words, without registration, the
owner of the mark does not get legal protection from other parties who use a similar
mark [5]. It is a consequence of the constitutive system adopted by the Trademark Law.
Thus, unregistered trademarks do not receive legal protection because they do not have
exclusive rights.

Therefore, how important is the function of trademark registration because:

—_

As evidence for the owner who is entitled to the registered mark;

2. In order to reject a mark that is identical in every respect or identical in concept but
applied for registration by a different party for similar goods or services.

3. As a basis to prevent other people from using the same brand in its entirety or
essentially the same in.

4. Circulation for similar goods/services) [6].

The Law on Marks and Geographical Indications affirms that if aregistered trademark
dispute occurs, one of the legal remedies can be taken by filing a lawsuit to delete the
registered mark to the Commercial Court.

Law No. 20 of 2016 Regarding Marks and Geographical Indications, some things
can remove a mark from the General Register of Marks, and anyone who can delete and
file a lawsuit for the deletion of a registered mark [7]. There are 3 (three) parties who can
apply for the deletion of a mark, namely the owner of the mark itself, on the initiative
of the Minister, and on the lawsuit of a third party. The reasons for each party wanting
to remove the registered mark are as follows:

1. The Trademark owner’s initiative because he no longer uses the mark in trading
activities

2. Ministerial initiative: there are 3 (three) things that become the basis for the Minister
to remove a registered mark, namely:

a. Have similarities in principal and/or overall with IG

b. Notin accordance with state policy, the law, morality, religion, decency, or the public
order; or

c. Resemble traditional cultural expressions, intangible cultural treasures, names, or
emblems that have been handed down from one generation to another in its totality.

3. Filed by an interested third party in the form of a lawsuit to the Commercial Court
because the mark has not been used for 3 (three) consecutive times in the trade of
goods and/or services from the date of registration or last use.

As previously explained, 3 (three) parties can apply for the abolition of a registered
mark, namely the owner of the mark, on the initiative of the Minister and because there
is a lawsuit from a third party. Therefore, the Minister will remove the mark from the
DUM based on these three things.

In the old Trademark Law, the Minister CQ, the Directorate General of Intellectual
Property Rights, had the authority to remove a registered mark from the DUM if the
mark was not used for 3 (three) consecutive years. It means it is purely an initiative of
the Directorate General of Intellectual Property Rights. However, in UUM and IG, the
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reason for the non-use mark can only be used by a third party to file a trademark deletion
lawsuit.

According to the law, although there is no lawsuit from a third party with the non-use
of the mark for 3 (three), the mark has lost its legal force, meaning that the exclusive
rights of the brand owner have ended. Thus, the brand owner should no longer be allowed
to use the mark. At the same time, he should no longer have the right to sue parties that
he considers having used his trademark without permission.

The deletion of a registered mark from DUM either by the owner of the mark in
question, on the initiative of the Minister, or because the period of legal protection for
the mark has expired and a third party files a litigation as a result in question is recorded
and announced in the Official Gazette of Trademarks. It is intended for the public,
especially interested parties, can know.

4 Conclusion

Based on the description of the writing of this study regarding the Legal Position of Marks
Not Used for Three Years in arow, it can be concluded that the owner of a registered mark
must use a registered mark because it will result in a lawsuit from another party. The
fact that a mark is registered does not mean it is immune from deletion or cancellation
because the trademark law has provisions regarding this subject that allow registered
marks to be erased and canceled if certain conditions are met.
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Open Access This chapter is licensed under the terms of the Creative Commons Attribution-
NonCommercial 4.0 International License (http://creativecommons.org/licenses/by-nc/4.0/),
which permits any noncommercial use, sharing, adaptation, distribution and reproduction in any
medium or format, as long as you give appropriate credit to the original author(s) and the source,
provide a link to the Creative Commons license and indicate if changes were made.

The images or other third party material in this chapter are included in the chapter’s Creative
Commons license, unless indicated otherwise in a credit line to the material. If material is not
included in the chapter’s Creative Commons license and your intended use is not permitted by
statutory regulation or exceeds the permitted use, you will need to obtain permission directly from
the copyright holder.
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